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I. Brief summary


You have asked me to research the scope of legal protection currently available under the hot-news doctrine in the United States and Canada.

After canvassing both American and Canadian case law, what we can only conclude is that the current scope of the doctrine, as it is articulated in the leading American case National Basketball Association v. Motorola, Inc., is uncertain. While many states have accepted the position that a state-misappropriation hot-news claim survives federal preemption, the successful application of the doctrine has often proved uneventful, thus leaving the exact scope of the doctrine largely undetermined. 

1. The NBA hot-news criteria are narrow, so much so that courts often do not find that the plaintiff’s claim satisfies all conditions.

2. The federal Copyright Act is comprehensive, so that many of the suits that include a hot-news claim are preempted, or the multiple claims alleged in a a “hot-news type” suit encourage judges to rule on other grounds not requiring application of the doctrine.

3. Early settlements in claims involving hot-news further leave the scope of the doctrine untested in novel areas that are particularly fertile for hot-news misappropriation claims, such as the Internet. 

4. Proposed federal legislation in the U.S. regarding anti-piracy of Internet databases may also render the doctrine impotent in cyberspace, and further undermine the scope of the doctrine in this geography.

5. Canadian courts, moreover, have not officially recognized the NBA hot-news claim, and pay only lip-service to its precursor in INS. Therefore its scope in Canada is virtually non-existent, though judicial treatment of the Trade Marks Act suggests it may be acceptable in Canadian common law and welcomed where warranted.

II. Issue


What is the scope of the legal protection currently available under the hot-news doctrine in the United States and Canada? 

III. Background to “Hot-News” Doctrine

A. Origin of “Hot-News” Doctrine

The “hot-news” doctrine, as it is known in the states, is the fruit of the broader category of misappropriation: the application of another’s property dishonestly to one’s own use
. In turn, misappropriation is rooted in unfair competition. Traditionally, unfair competition was intimately linked to misrepresentation and the common law tort of “passing off” one’s property as that of a competitor’s; however the courts have frequently recognized that the unauthorized, direct reproduction of another’s literary, artistic or musical property for one’s profit constitutes unfair competition, even though there is not this formal element of passing off.
 Unfair competition later evolved to encompass a variety of theories for obtaining judicial relief from injuries caused by wrongful conduct in the marketplace. There is no complete list of the activities that constitute unfair competition and is therefore “dependent more upon the facts set forth and less upon the technical requirements”.

a. International News Service v. Associated Press 248 U.S. 215 (1918)

In 1918, the United States Supreme Court recognized that misappropriation could adequately substitute for the element of misrepresentation to satisfy a claim for unfair competition. In this case, INS copied AP news reports printed in eastern United States and transmitted them to subscribers in the western states. INS used the AP articles for information to their own economic advantage as competitors in the news gathering business. Realizing that their business efforts were being exploited by another news gatherer, AP sought an injunction to restrain INS from this practice. 

The INS decision was revolutionary in that the Court decided to protect something outside of the traditional intellectual property scheme with, essentially, a property schema. While the Court conceded that the news was not capable of copyright protection, it stated that, as between competitors, the news matter could be treated as quasi-property since it was from this material that the two competitors were endeavoring to make money.
 INS had taken material that was acquired by AP as a result of the latter’s “organization and expenditure of labor, skill and money” without any parallel cost from the former—INS was endeavoring to “reap what it has not sown”.
  The conduct, the Court noted, was an illegitimate interference with the normal operation of AP’s business “precisely at the point where profit is to be reaped, in order to divert a material portion of the profit from those who have earned it to those who have not”.
  Thus the U.S. Supreme Court affirmed an injunction from the Circuit court of Appeals restraining INS’s practices of using AP’s news articles “until the commercial value of news to [Associated Press] and all its members has passed away”.

From these statements subsequent courts precipitated what could only be liberally acknowledged in American common law as a skeletal hot-news doctrine involving the misappropriation of time-sensitive material amongst parties in direct competition with one another
. The elements, as set forth in INS, entitling a complainant to relief include
:

(1) The material must be of a time sensitive nature;

(2) The plaintiff expends significant labor and money in the creation of the thing appropriated;

(3) The defendant and the plaintiff are in direct competition; and

(4) The defendant’s actions cause commercial damage to the plaintiff.

This doctrine was a part of American federal common law until it was later abolished.
 It was later adopted as state misappropriation law in several states, including: Pennsylvania, Texas, Missouri and New York to mention only a few.
 The existence and interpretation of the theory of misappropriation, however, varies from state to state based on prior case law. The tort of misappropriation and its successor, hot-news, has become an especially well-established theory in New York.

b. Policy Justifications for Hot-News

As misappropriation law became a part of state law, preemption became an issue in light of federal copyright legislation. Misappropriation claims have generally led courts to undertake copyright analysis because such claims, in essence, provide relief from conduct very similar to copying or distribution (exclusive rights granted under the Copyright Act).
 Case law, however, suggests that misappropriation theory, at the very least, in the specific form of hot-news survives preemption—and with good reason. The policy goals of copyright law and misappropriation are fundamentally different: copyright law seeks to protect original expression while state misappropriation laws aim to protect labor and  market competition. In addition, copyright and misappropriation protect different groups and for different periods. Misappropriation protection can only be upheld against competitors while copyright law extends protection against the world. This is evinced by INS’s qualified recognition of news as a quasi-property right existing only between competitors and only so long as the competitive value of the news exists. 

The values at the heart of misappropriation protection, of which hot-news is a category thereof, are crucial for the market economy. Businesses need to be certain that their efforts will yield a profit that is substantial enough to allow them to remain competitive in producing and distributing goods that the public value. Many courts, thus, have recognized the survival of the hot-news doctrine subsequent to U.S. federal copyright legislation. 

IV. Analysis: NBA v. MOTOROLA, Inc.

The leading case which affirms the distinct goals of copyright and misappropriation is NBA v. Motorola, infra. In addition, NBA sets out the current test of the hot-news doctrine.

A. National Basketball Association v. Motorola, Inc., 105 F.3d 841 

a. Factual Background and Judgement

In 1996, Motorola, Inc. (Motorola) introduced electronic wireless pagers called SportsTrax. Motorola designed these pagers to convey “real-time” information about various sporting events, including events operated by the NBA. The information available on the SportsTrax included: team names, score changes, the team in possession of the ball, whether a team was in the free throw bonus, the game quarter and the time remaining in the game. This information was updated nearly every two minutes, and even more frequently near the end of each half.
 Motorola had parties listen or watch the games on radio or television and transmit the information to a large network that fed data to the SportsTrax.

The NBA claimed state misappropriation law for the game information and, alternatively, federal Copyright Act infringement for Motorola’s use of the game information. The district court upheld NBA’s claim for misappropriation under New York law. According to the district court, NBA’s misappropriation claim survived federal preemption and satisfied New York’s requirements for misappropriation. 

On appeal to the U.S. Court of Appeals for the Second Circuit, the court relied on INS and stated that “hot-news” claims (i.e. misappropriation claims which involve time-sensitive news material within the realm of copyright) survived federal preemption; however the court found that NBA’s claim did not fall into this exception and was, therefore, preempted by the Copyright Act.

b. Discussion of Opinion and the Hot-News Doctrine

[As requested, federal preemption will not be discussed in detail except where warranted to address the scope of the hot-news doctrine.] 

The Second Circuit Court of Appeals stated that federal copyright law expressly preempts certain state claims, including misappropriation, when:

(i). the state law claim seeks to vindicate “legal or equitable rights that are equivalent” to one of the bundle of exclusive rights already protected by copyright law…; and

(ii). the particular work to which the state law claim is being applied falls within the type of works protected by the Copyright Act under Sections 102 and 103.

 Together, these two conditions are styled as the general scope and subject-matter requirements, respectively. Consequently, where the state-misappropriation claim has some sort of “extra-element” that lies outside of the “general scope” of copyright law’s exclusive rights then there is no preemption.
 “Hot-news” will satisfy this extra-element test if:

(1) a plaintiff generates or gathers information at a cost;

(2) the information is time-sensitive;

(3) a defendant’s use of the information constitutes free riding on the plaintiff’s efforts;

(4) the defendant is in direct competition with a product or service offered by the plaintiff; and

(5) the ability of other parties to free-ride on the efforts of the plaintiff or others would so reduce the incentive to produce the product or service that its existence or quality would be substantially threatened.

The court, however, held that the NBA had not proven these necessary elements. Particularly, the court found that the NBA and Motorola were not in direct competition with one another. The former was primarily in the business of producing basketball games for live attendance and licensing its copyright broadcasting rights; the latter’s disputed product was primarily about the collection and retransmission of strictly factual material.
 Furthermore, there was no free-riding on the part of Motorola as it expended its own resources in collecting the factual information on NBA games.
 Because the essential elements of hot-news were not met, the NBA’s claim under state-misappropriation law failed and was preempted by federal copyright law.

B. Life after the NBA and Hot-News: Interpretation and Application

While the Second Circuit Court rejected the NBA’s misappropriation claim, it nonetheless carefully preserved the common law claim for misappropriation for hot-news, albeit in a slightly refined guise that qualifies commercial damage with the elements of free-riding and harm to commercial incentive to produce. 

Prior to this decision, New York state-misappropriation claims had widened INS relief to allow equitable considerations to significantly influence the courts decisions.
 The NBA court, however, rejected such liberal interpretations of the ratio in INS and relegated those applications to the reason why copyright law was established
. Further, the court stated that “INS is not about ethics [but] the protection of property rights in time-sensitive information so that the information will be made available to the public by profit seeking entrepreneurs”.
 The NBA court interpreted the ratio in INS narrowly to redefine the conditions necessary for the hot-news doctrine—it seems with the public’s interests in having access to such materials as “hot-news” in mind. Citing also from the House Report, the court stated that:

…state law should have the flexibility to afford a remedy (under traditional principles of equity) against a consistent pattern of unauthorized appropriation by a competitor of the facts ( i.e., not the literary expression) constituting “hot news”, whether in the traditional mold of [INS], or in the newer form of data updates from scientific, business, or financial data bases.

These favorable opinions regarding the need for flexibility in the common law to provide remedies would suggest that the hot-news doctrine would be widely available when there was both public interest in the time-sensitive materials, and the need to foster incentives to make such materials available by commercial sources.

a. Future Applications of NBA and Speculation


How potent the doctrine is as a matter of fact, unfortunately, is unclear. The court’s emphasis on the “factual” nature of what was taken from the NBA games may be confusing to future courts. The Second Circuit Court’s apparent belief that the rudimentary nature of the SportsTrax device rendered it an inadequate substitute to deprive the NBA of the requisite competition needed to meet the hot-news condition of “directness”, may speak more to the limited attributes of the SportsTrax device than the merits of the misappropriation claim.
 The more comprehensive the transmission, the more likely it would compete directly with licensed broadcasts. Perhaps this is keeping with the move away from equitable considerations that the court noted were no longer the primary concern of misappropriation but rather the need to balance access with incentive. However, it seems to present a tension if viewed in light of the House debates favoring equity and, at the same time, seems to protect either the unsophisticated attempt to pirate information or the incompetent. 

Where the inherent value of the information is essentially embodied in the factual nature of the data, and less dependant on the presentation, the criterion of “directness” may be easier met. This will prove especially important with databases and the proliferation of the Internet. 

What is also wanting in the court’s opinion is the lack of a bright-line indicator for “time-sensitive” information. While the facts that were transmitted in NBA were in “real time”, and thus uncontestably hot, depending on the information and the media involved, it may be more difficult to determine the applicability of the doctrine. For example, there is no hard and fast rule to determine how frequent a web page must be updated to constitute “time-sensitive” materials.
 Although this is not a real criticism of the court, it does suggest the potential uncertainty surrounding the scope of the doctrine.


Case law, furthermore, provides little to enrich our understanding of the scope of the doctrine, as we will discuss below.

b. Judicial Consideration


A successful claim under the NBA hot-news doctrine, has so far not been achieved. As noted, many claims put forward by plaintiffs make use of both copyright and misappropriation claims. Often the courts have been either quite specific in finding a lack of any one of the conditions required by the hot-news doctrine, or have found that the rights sought to be vindicated are more fitting with the protection afforded by copyright and its attendant legislation, and therefore avoid giving their opinion on their understanding of the doctrine.

i. Wehrenberg v. Moviefone, Inc. 73 F.Supp. 2d. 1044


In Wehrenberg,  a movie theater chain sued a movie schedule publisher alleging, inter alia, misappropriation of hot-news under Missouri law of unfair competition. The plaintiff, Wehrenberg, claimed that its show time information was time-sensitive and changed continuously, and that the unauthorized use of plaintiff’s information constituted free-riding on its costly efforts.


In order to exhibit movies in its theatres, the plaintiff generated and publicized movie show time schedules for each of its theatres, which according to the plaintiff involves considerable expense and effort. Wehrenberg maintained an automated phone and ticketing system to accommodate this. Moviefone too operated a similar system allowing patrons the same facilities through the defendant’s system. Moviefone obtained the schedule information of the plaintiff without its authorization and competed for advertising with the plaintiff in newspapers that publish movie schedules. It is here where the alleged competition lies.


The court in Wehrenberg, adopted the Second District Courts opinion in NBA but noted that the plaintiff had failed to satisfy the court that Moviefone’s business practice would effectively deter it from carrying on its principle business of exhibiting movies and obtaining a profit therein. In other words, there was no evidence that Moviefone’s actions reduced plaintiff’s “incentive to generate movie schedules or publicize them to the point that the…plaintiff would not participate in the business in question.”
 After the court disposed of this condition, it declined to complete the remaining hot-news analysis.

ii. Preempted Cases and Empty Mentions

As noted, the shotgun approach to suits involving unfair competition combine copyright claims and hot-news claims because of the similarity of the values at stake. In such suits, then, it is likely that the disputed rights will be among those preempted by the comprehensive federal copyright legislation, in which case consideration of the hot-news doctrine is not applicable
.

Some cases citing NBA have largely concerned the dicta of the court on related intellectual property matters, or its analysis of other claims in that case rather than the hot-news doctrine itself.
 Others, moreover, cite NBA only as support for the scope of a state’s unfair competition laws.
 Therefore, while these cases mention NBA, they do not enrich our understanding of the scope of the doctrine itself.

V. Analysis: CURRENT SCOPE in the U.S. and FUTURE LITIGATION 

A. New Technologies and “Hot News”

Like INS,  the claim in NBA was forged out of the necessity brought on by advances in technology. Although the technology involved in former case was primitive by contemporary standards, the issues are similar to those presented in NBA.
 The news wire service of 1918 has been replaced by the facilities of the Internet, satellite communications and wireless communications. The sophistication of communication technologies and the relative ease with which time-sensitive data can be instantaneously obtained by using these means only intensifies the need for misappropriation protection in the form of hot-news.

With a computer, a modem and some entrepreneurial spirit, a user can access a mass of information almost immediately and distribute this to an equally unprecedented audience at very little cost. These conditions make free-riding and the collection of time-sensitive information much easier than ever before. Thus, the World Wide Web is fertile ground for misappropriation claims to develop and is ideal terrain to examine case law.

B. Washington Post v. Total News
 

i. Factual background

In 1996, the Washington Post, CNN and other prominent news organizations discovered that the news reports they collected, prepared and distributed to the public at considerable expense were being pirated.
 A small Web development company known as Total News that did not independently gather any news, allowed visitors to access websites to companies that did. The site allowed users to link to other sites, such as the Washington Post and CNN, while retaining the framed presence of the Total News site. This “framing” technology allowed the content of other sites to be viewed within a frame, surrounded by a border that featured the Total News logo and commercial advertisements sold by the company. Moreover, the links themselves were listed next to icons containing the “famous trademarks” of these organizations.


The companies, to which the links led, sued Total News alleging, inter alia, misappropriation of copyrighted material on the Internet and copyright infringement. The plaintiffs argued that the Total News website “openly-free rides on plaintiff’s efforts by simply lifting plaintiff’s content wholesale and selling advertising based on proximity to that content”.
 The plaintiffs took advantage of the NBA opinion by pleading misappropriation in a way that “incorporated and mirrored the Second Circuit’s test” of the hot-news doctrine.

ii. Defence and Settlement

Total News countered that although their site incorporated verbatim the content of the news reports published by others, they were not guilty of violating any of the exclusive rights enjoyed by the plaintiffs pursuant to the Copyright Act.
 The defendants based their statements on the fact that they did not “cache or otherwise create any ‘copies’ of the copyrighted material posed by the news organizations on their respective sites”.
 

The issue of framing and violation of hot-news protection, however, was never satisfactorily resolved since on June 6, 1997, Total News agreed not to provide “framed” links to the plaintiff’s websites. Total News still retained the right to provide conventional links to those sites; but only subject to notice of revocation by the plaintiffs. Because the case was resolved in a settlement agreement rather than a court opinion, a detailed court analysis of the issues is lacking; however, the unequivocal surrender by Total News suggests that the hot-news doctrine may have some teeth to it—even in the geography of the World Wide Web, at least when such claims are filed in New York.

C. Other American Cases Examining Internet and the Hot-News Doctrine

There has been a series of cases recently involving the Internet and misappropriation claims. Many of these cases have captured the headlines, however, they are for the most part still undecided or settled without judicial assistance.

a. eBay v. Bidder’s Edge

On December 10, 1999, Californian eBay Inc., the pioneer company in the burgeoning internet auction market, filed a lawsuit against Massachusetts based Bidder’s Edge.
 

Bidder’s Edge is an auction comparison website that offers a kind of “one-stop shopping for auction hunters” by using an automated “bot” or “spider” to crawl through the millions of listings on major auction sites, such as eBay’s. 
 It then indexes, organizes and links to listings on these websites to allows visitors to effectively compare auctions at different sites. The plaintiff, eBay, claims that the services offered by the defendants constitute, inter alia, misappropriation of their intellectual property, and that the lawsuit aims to protect its intellectual property “in the same way [as] if a competitor came in and searched its database”.
 Moreover, the information on eBay’s site is time-sensitive and that with access to these listings, auction portals such as Bidder's Edge have the potential to rival eBay for the auction audience. “If an auction portal were to build up enough of an audience, it might lead eBay sellers to move their merchandise to other, less expensive auction houses, since they would be assured that a large audience of buyers would still see their items”.
 This competition coupled with the time-sensitive claim of eBay would put the Internet hot-news issue squarely to the court.


While the trial is not to take place until early 2001, a California federal judge has blocked Bidder’s Edge Inc. from using its web crawler to access eBay’s Internet auction site during the interim.
 The judge’s decision to grant the preliminary injunction, however, had more to do with the fact that Bidder's Edge's searches “slowed or had the potential to slow eBay's service” (through the use of the bot programs), than with the consideration of the merits of a hot-news claim.
 The preliminary injunction was based on illegitimate interference with eBay’s personal property (of which eBay’s server was considered to qualify), and thus the tort of trespass. In fact, the judge specifically denied a broader injunction based on eBay’s copyright and trademark claims. Moreover, he also left open the possibility that Bidder's Edge could continue to display links to eBay's auctions on its site by noting that "nothing in [the injunction] precludes Bidder's Edge from utilizing information obtained from eBay's site other than by automated...Web crawler or similar device".


Preliminary injunctions have a much higher burden of proof than a trial case, so simply because the hot-news claim at this early level did not succeed does not necessarily mean that it would not be recognized at a later stage. The intimation by the court on the unavailability of the hot-news doctrine or general state-misappropriation claim in the preliminary hearing does not, then, imply that the doctrine is inapplicable to this case, but only that it will have to wait to be adjudicated.

b. Ticketmaster v. Microsoft: “Deep-linking & Hot-News”.
Despite the legal uncertainty concerning “framing” and hot-news left by the settlement agreement in Total News, another issue ostensibly related to the scope of the doctrine lies in the issue of “deep-linking”. Deep-linking involves websites providing links to other sites on the WWW that enable visitors to bypass the homepage of those responsible for the maintenance of the linked site. It therefore allows the original site owner to impermissibly benefit from the trademarks, content and name of the true owner without proper acknowledgement when these subsidiary pages lack the proper identification.

Ticketmaster recently addressed their concern over this type of linking without permission by filing an action against Microsoft.
 Their claim, while couched mainly in federal copyright legislation, and never mentioning “hot-news” specifically, did include unfair competition pursuant to California State law.
 Moreover, the action claimed free-riding, “pilfering of content” and misappropriation of commercial value for which Ticketmaster had licensed to third parties.


Unfortunately, like Total News, no court ever had the opportunity to adjudicate on the issue of “deep-linking” and its possible implications to hot-news.
 Microsoft and Ticketmaster reached a settlement that resulted in Microsoft adjusting its links to direct visitors to Ticketmaster’s homepage.
 Thus leaving us again uncertain about the scope of the hot-news doctrine in cyberspace. While early settlements may suggest that these hot-news claims are potent, it can not be said whether and to what degree these settlements were influenced by hot-news claims. These suits are all accompanied by a host of other intellectual property and unfair competition claims that may have been more of a factor in these settlements than their hot-news merits.

c. Pollstar v. Gigamania.com

The most recent hot-news claim from cyberspace came in May of this year. If it proceeds to trial, a federal court in California will determine how far a website can go in “borrowing” a competitor’s content without permission or attribution.

When Pollstar, an online concert and tour information company, noticed that one of its listings appeared verbatim on a competing Web site, with a typographical error intact, it began to suspect its information was being "borrowed." To confirm their suspicions the company intentionally inserted fictitious and absurd concert locations into its listings only to see them appear on their competition’s website hours after they were posted.

Pollstar promptly filed a lawsuit alleging that Gigamania.com misappropriated content and engaged in unfair competition under California state law, inter alia. The company will claim specifically, moreover, the NBA hot-news doctrine and that its "Concert Hotwire" is developed "at great time and expense" and often contains concert locations and times before they are available elsewhere.
 The information allegedly copied was "hot, time-sensitive news that was exclusive to Pollstar," thus qualifying it for hot-news consideration.

The date for the case is not known at the time of this memo.

c. New Legislation on the Horizon

The House Judiciary Committee recently approved the Coble Bill. This bill attempts to protect proprietary data on the Internet by creating a statutory "prohibition against misappropriation" of data "gathered, organized, or maintained by another person through the investment of substantial monetary or other resources" and that is either intended for sale or other use in commerce.
 The proposed legislation is currently being hotly disputed by various commercial lobbyists. Given the commercial interests divided over the breadth of the proposed legislation and the values it aims to protect, the bill is unlikely to become law anytime soon.
 If passed, however, it may considerably limit the application of the hot-news doctrine in cyberspace, since it not only codifies the hot-news doctrine but expands the protection of intellectual property significantly by removing the requirements of time-sensitive information and direct competition.

Thus again, the future scope of hot-news, both generally and cyberspace, remains uncertain in light of potential statutory protection.

VI. Analysis: CURRENT SCOPE, Canadian Jurisdiction

In Canada, there is no evidence in the case law of the authority of NBA, supra, and its formulation of the hot-news doctrine. This lack of judicial recognition, however does not necessarily mean that such a doctrine would not be permissible. Other than the persuasive authority of the Second District Court, Canadian jurisprudence does narrowly suggest that the hot-news doctrine may be worthy of consideration. Recall that the current test for a state-misappropriation claim for hot-news evolved from the judicial consideration of INS v. AP, supra. It is in that seminal decision that the precursor to the contemporary hot-news doctrine was established. Canadian courts have cited INS, supra, indicating some acceptance of the legal merits of that decision; however the exact scope of acceptance by Canadian courts remains uncertain.

A. Canadian Case Law

In Westfair Foods Ltd. v. Jim Pattison Industries Ltd. [1989] B.C.J. No. 631, Justice Gibbs of the British Columbia Supreme Court stated the following:

By way of final argument on the merits of its case the plaintiff urged that the court adopt what it called the tort of "misappropriation of quasi-property rights" the genesis of which, it said, was the Supreme Court of the United States decision in International News Service v. Associated Press (1918), 248 U.S. 215. The submissions can be dealt with shortly. Plaintiff's counsel were unable to cite a single English or Canadian case in the 70 years since the U.S. case was decided that has expressly recognized the tort, probably because the scope of tort relief available to a plaintiff in Canada is quite sufficient to cover the range of claims which come before the court. There may sometime be a court and an occasion where the extension of tort law advocated by the plaintiff will be made, but this is not the court or the occasion. [emphasis mine]. 
 

Gibbs J. however cites Mr. Justice Estey's counsel of caution and prudence in Consumers Distributing v. Seiko (1984), 10 D.L.R. (4th) 16 (S.C.C.), where he said: "[a]ny expansion of the common law principles to curtail the freedom to compete in the open market should be cautiously approached. This must be the path of prudence in this age of the active legislative branch where the community's trade policies are under almost continuous review". 


Thus while there is a reluctance to broaden existing Canadian common law to recognize hot-news claim, it is not overwhelming. Indeed Justice Gibbs’ failure to wholeheartedly recognize INS is perhaps attributable to the belief that existing tort relief is generally sufficient, and that the facts of Westfair simply did not support such extension; however the possibility was genuinely recognized by the B.C. Supreme Court.

B. s.7(e) Trade Marks Act, R.S.C., 1985, Chap. T-13

Furthermore, judicial consideration of Canadian legislation also permits recognition of the hot-news doctrine. Section 7 of the Trade Marks Act states the following:

No person shall

(a) make false or misleading statement tending to discredit the business, wares or services of a competitor;

(b) direct public attention to his wares, services or business in such a way as to cause or be likely to cause confusion in Canada, at the time he commenced so to direct attention to them, between his wares, services or business and the wares, services or business of another;

(c) pass off other wares or services as and for those ordered or requested;

(d) make use, in association with wares or services, of any description that is false in a material respect and likely to mislead the public as to

i. the character, quality, quantity or composition

ii. the geographical origin, or

iii. the mode of the manufacture, production or performance

of the wares or services; or

(e) do any other act or adopt any other business practice contrary to honest industrial or commercial usage in Canada.
Judicial treatment of s.7, and especially 7(e) lends support to potential recognition of a hot-news claim in Canada.


In 546401 Ontario Ltd. v. Hollander, 23 C.P.R. (3d) 408, the Federal Court Trials Division noted that s.7(e) prohibited actions that were not already prescribed by s.7(a). In McCabe v. Yamamoto & Co. (America) Inc. [1989] 3 F.C. 290 at 508, it then reaffirmed the constitutional validity of s.7(e) if it was: 

...strictly applied to some breach in respect of intellectual property. Furthermore, any act prohibited thereby must be an act that is ejusdem generis with those acts proscribed by the other paragraphs of s. 7. This is to say that the acts must be of a dishonest nature tending to cause some sort of harm or prejudice to a person who might otherwise appear to be, at least as against the opponents, properly vested with the rights to that piece of intellectual property

This statement is complemented by the conclusion of the court, namely that “s. 7(e) may nevertheless be valid in respect of subject-matters which may not be dealt with under the other subsections of s. 7, so long as its application is in relation to patents, trade marks or copyrights”.
 As discussed, misappropriation claims often involve a copyright analysis because such claims provide relief from conduct very similar to copying or distribution and this ratio very much suggests a welcomed attempt to bring the hot-news doctrine within Canadian jurisprudence; however its effect is still largely speculative.

V. Conclusion


The current scope of the NBA hot-news doctrine is still more of a matter of academic analysis than conventional legal practice. Few American cases which have raised the state-misappropriation claim of hot-news have succeeded, or for that matter been even adjudicated because of the comprehensive federal copyright legislation or early settlement. Thus, its current and future scope remains highly speculative because:

(1) The ratio in NBA was largely based on the inadequacy of the device as worthy “competition”, but these specific facts as well as the court’s lack of detailed explication of the specific conditions (eg. time-sensitivity) may cause future uncertainty regarding the doctrine.

(2) American cases subsequent to NBA have contributed little to the understanding of the scope of the doctrine because of the lack of legal analysis undertaken by subsequent courts:

a. Until recently, there has been a very few cases that have come forward with the explicit hot-news doctrine in NBA, and the case is more often cited for its preemption analysis and other dicta than the doctrine itself. 
b. While many state courts commonly recognize the validity of the NBA hot-news claim, no case (as far as I have found) has been successful due to the operation of the doctrine alone.

c. In the small number of cases that have addressed the hot-news doctrine, courts seem reluctant to interfere with the freedom of the market economy; they are unwilling to find all the requisite conditions necessary to substantiate a hot-news claim.

d. The values sought to be vindicated in a hot-news claim are often similar to those of copyright infringement claims, so that when both   claims are submitted, the more comprehensive federal schema often preempts an attempt to establish a hot-news claim.

e. Likewise, when more developed torts are submitted with a hot-news claim, the former seem to be the ones in which judges base their decisions upon, while avoiding analysis of the latter when not required for relief. 

f. Early settlement of cases, or those still pending adjudication leave the current scope of hot-news in the U.S. highly uncertain.

(3) The lack of compelling hot-news case law regarding the Internet, has led to proposed federal legislation to deal with these database piracy issues, thus furthering future uncertainty.

The scope of hot-news in the Canadian context is even more ephemeral because:

(4) Canadian cases have not mentioned the NBA hot-news doctrine, although they do seem to marginally recognize the less demanding INS hot-news claim.

(5) Judicial treatment of Canada’s Trade Mark Act, especially s.7(e) also suggests that a hot-news claim could be acceptable and consistent with statutory interpretation; however this remains speculative.
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