Memo

Re: Pioneer Hi-Bred v. J.E.M. AG Supply [2000] CAFC-QL 31 

Facts

Patent infringement suit regarding plants and seed of hybrid and inbred corn. Plaintiff had protected the seed and seed-grown plants in question under both patent legislation and the plant specific Plant Varieties Protection Act. The Lower Court (District- Northern Iowa) ruled that seeds and plants grown from seed, being sexually reproduced plants, are patentable subject matter within the scope of 35 U.S.C. '101.  Appealed to the US Court of Appeals for the Federal Circuit.

Issues

1. Are plants within the definition of patentable subject matter meant to be covered by 35 U.S.C. '101?

2. How does this potential patent protection interact with specific plant protection acts (PPA & PVPA)?

Analysis

1. Are plants within the definition of patentable subject matter meant to be covered by 35 U.S.C. '101?

In Diamond v. Chakrabarty (447 U.S. 303 (1980)) the Supreme Court clearly stated that the subject matter under '101 is to include anything that is man made. Consequently there is no basis in law for excluding living things such as seeds and seed-grown plants. Historically plants were not considered to be patentable, first because they were classified as products of nature and second because adequate disclosure was not possible. As mankind learns to modify plants in ways not known in nature these two obstacles to patentablity are overcome.  Therefore plants and seeds are patentable subject matter which are now also capable of meeting the statutory requirements of patentability. 

2. How does this potential patent protection interact with specific plant protection acts (PPA & PVPA)?

The argument that plant specific acts such as the PPA and the PVPA are the exclusive methods of protection for plant life has been rejected (Re Hibberd 227 USPQ 443).  Such acts do not preclude patent protection under 35 U.S.C. '101.  The Plant Patent Act (PPA) did not include protection for seed grown plants due to the lack of technology at the time, while the Plant Variety Protection Act (PVPA) does not purport to remove seed grown plants from patent protection.  No conflict arises where a seed or seed-grown plant is protected by patent and certificates under the PVPA. Each of these forms of protection imposes different obligations and rights. This difference in scope does not invalidate the laws.

Conclusion

The term "patentable subject matter" in 35 U.S.C. '101 includes seeds and seed-grown plants.  The fact that such subject matter may also be covered by the PPA or PVPA does not preclude patentablity.

